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KATSUYUKI SUZUKI, ET AL. 
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EXAMINER: PIERCE, W. 
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RCE FILED: MAY 2, 2005 



PETITION UNDER 37 C.F.R. S 1.181 



COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 



Applicants respectfully petition that the finality of the Final Rejection dated August 
11, 2005, be withdrawn, because the Final Rejection was improperly made as the first Office 
action following an Amendment that added a previously unexamined limitation to the claims. 

An Amendment and Request for Withdrawal of Finality of Final Rejection was filed 
on December 30, 2005. However, the Advisory Action dated February 7, 2006, improperly 
maintained the Final Rejection. 

The Final Rejection was made in response to the Amendment filed, with a Request for 
Continued Examination, on May 2, 2005. The Amendment added to independent Claims 1, 
4, 6-7, 1 1 and 16-22 the previously unexamined limitation that "said core diameter is a 
diameter of a solid core of material extending out of said one or more chip discharging 
grooves". Support for this limitation is found, not in the claims, but in the specification at 
[0043] and in Figure 3. 

Pursuant to M.P.E.P. § 706.07(b): 
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Petition Under 37 C.F.R. § 1.181 

The claims of a new application may be finally rejected in the first 
Office action in those situations where (A) the new application is a continuing 
application of, or a substitute for, an earlier application, and (B) all claims of 
the new application (1) are drawn to the same invention claimed in the 
earlier application, and (2) would have been properly finally rejected on the 
grounds and art of record in the next Office action if they had been entered in 
the earlier application. M.P.E.P. § 706.07(b) (emphasis added). 

Because the claims in the Amendment filed May 2, 2005, contained a previously 
unexamined limitation, the claims in the Amendment filed May 2, 2005, are NOT "drawn to 
the same invention claimed in the earlier application". 

Thus, making the first Office action following the Amendment filed May 2, 2005, a 
final rejection is improper. 

Accordingly, Applicants respectfully request that the finality of the Final Rejection 
dated August 11, 2005, be withdrawn. 

The Advisory Action dated February 7, 2006, which improperly refused to withdraw 
the Final Rejection, ignores the Manual of Patent Examining Procedure (i.e. M.P.E.P.) and 
asserts: 

FAFR practice may be done when the claims of the new application 
are similar to those of an earlier application filed by the same applicant, and if 
the claims of the earlier application were rejected on the grounds which are 
also applicable against the claims of the new application. For example, if the 
claims of a continuation application are, in the examiner's opinion, met by 
the art of record of the parent application, the examiner may make the 
rejection final in the first action of the continuation. In re Bogese (ComrPats) 
22 USPQ2d 1821 (10/4/1991). In the instant case the claims were drawn to 
the same invention of a hole forming tool and rejected on the same grounds. 
As such the finality of the previous office action is deemed proper. (Emphasis 
added.) 

The Examiner's reliance on In re Bogese is misplaced. As shown in In re Bogese 

(copy attached), the FAFR practice asserted in the Advisory Action was eliminated in 1969. 

Following this is the first reference to the application of FAFR practice 
to continuations. Wolcott, Manual of Patent Office Procedure, p. 199 (7th ed. 
1936): 



2 



Application No. 09/821,069 
Petition Under 37 C.F.R. §1.181 

Where an application has been prosecuted to a final 
rejection an applicant may have recourse to filing a 
continuation in order to introduce into the case a new set of 
claims and to establish a right to further examination by the 
primary examiner. If the new claims, however, are in the 
opinion of the examiner met in the art of record in the original 
application, the examiner may make his rejection on the first 
action on the continuation. ... 

The first edition of the MPEP, MPEP § 706.07(b) (November 15, 
1949) states: 

706.07(b) Final Rejection, When Proper on First Action 

In certain instances, the claims of a new application 
may be finally rejected in the first action. This may be done 
when the claims of the new application are similar to those of 
an earlier application filed by the same applicant, and if the 
claims of the earlier application were rejected on the grounds 
which are also applicable against the claims of the new 
application. Such procedure is quite consistent with the 
provisions of Rule 113, since the action on the claims in the 
new application is, in effect, a "re-examination" or a 
"reconsideration" of claims which had been treated previously 
in the earlier application. 

For example, if the claims of a continuation application 
are, in the examiner's opinion, met by the art of record of the 
parent application, the examiner may make the rejection final in 
the first action on the continuation. If the rejection is based on 
res judicata, however, if may not be made final in the first 
action, since this would constitute a new ground of rejection. 
Reference to MPEP § 706.07(b) is found in McCrady, Patent Office 

Practice Sec. 166 (3d ed. 1950 and 4th ed. 1959). 

FAFR practice was modified by 861 Off. Gaz. Pat. Office 1011 (April 

22, 1969\ which was superceded by 932 Off. Gaz. Pat. Office 760 (March 18, J 

1975): 

The claims of a new application may be finally rejected 
in the first Office action in those situations where (1) the new 
application is a continuing application of, or a substitute for, an 
earlier application, and (2) all claims of the new application 
(a) are drawn to the same invention claimed in the earlier 
application, and (b) would have been properly finally rejected 
on the ground of [sic of] art of record in the next Office action 
if they had been entered in the earlier application. . . . 
This embodiment of FAFR practice is found in MPEP § 706.07(b). 

In re Bogese , 22 USPQ2d 1821, 1825-1826 (Dec. Comm'r Pat., 1991)(Bold 

and bold italics added). 

In refusing to withdraw the finality of the Final Rejection dated August 11, 2005, the 
Examiner refused to follow both In re Bogese and M.P.E.P. § 706.07(b). 



3 



Application No. 09/821,069 
Petition Under 37 C.F.R. §1.181 

In accordance with M.P.E.P. § 706.07(b), Applicants respectfully petition that the 
finality of the Final Rejection dated August 1 1 , 2005, be withdrawn. 

If this petition to withdraw the finality of the Final Rejection dated August 1 1, 2005, 
is granted, then Applicants further petition that the Patent Office refund to deposit account 
number 15-0030 the fee for filing a Notice of Appeal of $500.00 that Applicants paid when 
filing this petition on February 13, 2006. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 




Corwin P. Umbach, Ph.D. 
Registration No. 40,21 1 



Attached: 



Inre Bogese , 22 USPQ2d 1821 (Dec. Comm'r Pat., 1991) 



Customer Number 



22850 



Tel: (703)413-3000 
Fax: (703) 413 -2220 
(OSMMN 06/04) 
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